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- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 

Examiner acknowledges receipt of remarks and amendment filed 02/17/04 and 08/05/04. 
Claims 1-15 are pending. 

Claim Rejections - 35 USC § 102 

1. The rejection of claims 1-5, 1 1 and 14 under 35 U.S.C. 102(b) as being anticipated by Uhl 
et al. (US 5,219,969) is withdrawn because of applicants' persuasive argument that at least 50% of 
acrylic acid or methacrylic acid is employed in Uhl while 0-40% by weight of unsaturated acid of 
anhydride is used in the present claims. However, there is no demonstration showing the 
relevance or criticality of using 40% by weight of unsaturated acid or anhydride in the instant 
claims. In the absence of such a showing, an obviousness rejection over Uhl is made below. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found in 
a prior Office action. 

3. Claims 1-15 are rejected under 35 U.S.C. 103(a) as being obvious over Uhl et al. (US 
5,219,969). 

Uhl discloses water-in-oil emulsion and oil-in- water emulsion polymeric preparation 
wherein the preparation comprises divinylethyleneurea, N-vinylimidazole and 2, 2'-azobis (2- 
amidinopropane) dihydrochloride, and the polymerization of the monomers takes place by free 
radical process (abstract, column 4, lines 1 1-65, columns 9 and 10 and claims 1-5). Future 
intended use is not critical in composition claims. Future intended use is not critical in a 
composition claim. 

Applicants admit that the difference between Uhl and the instant claims is that Uhl uses at 
least 50% or unsaturated acid while the claimed invention uses 0-40%) unsaturated acid or 
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anhydride. However, this statement was not followed by a showing of criticahty of 40% of the 
instant claims over 50% of Uhl. Since the differences in concentration will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence indicating the 
concentration is critical, it is not inventive to discover optimum workable amounts by routine 
experimentation. It is noted that it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to prepare and use the composition of Uhl. One having ordinary 
skill in the art would have been motivated to optimize the amount of the acrylic or methacrylic 
acid with the expectation of producing the desired cross-linked copolymer and in the absence of a 
showing, difference in amounts of the acrylic acid or methacrylic acid does not patentably 
distinguish the cross-hnked copolymer of the instant claims over the cross-linked copolymer of 
Uhl. 

4. The rejection of claims 1-14 under 35 U.S.C. 103(a) as being unpatentable over Tropsch et 
al. (US 5,869,032) in view of Kumar et al. (US 5,468,477) is withdrawn in light of applicants' 
persuasive argument. However, the rejection below is presented since Tropsch is still relevant to 
the claims. 

5. Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tropsch et al. 
(US 5,869,032). 

The applied reference has a common assignee with the instant application. Based upon the 
earher effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 CFR 
1 . 132 that any invention disclosed but not claimed in the reference was derived from the inventor 
of this application and is thus not an invention "by another"; (2) a showing of a date of invention 
for the claimed subject matter of the application which corresponds to subject matter disclosed but 
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not claimed in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the appUcation and reference 
are currently owned by the same party and that the inventor named in the application is the prior 
inventor under 35 U.S.C. 104, together with a terminal disclaimer in accordance with 37 CFR 
1.321(c). For appUcations filed on or after November 29, 1999, this rejection might also be 
overcome by showing that the subject matter of the reference and the claimed invention were, at 
the time the invention was made, owned by the same person or subject to an obligation of 
assignment to the same person. See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Tropsch discloses a polymeric preparation that can be used in cosmetic compositions such 
as liquid soaps, body lotions, aftershaves, face lotion and other liquid formulation for skin. The 
polymeric preparation of Tropsch comprises 5-50% 1-vinylimidazole or quatemized 1- 
vinylimidazole (3-methyl-l-vinylimidazoHum methylsulfate), 20-80% N-vinylcaprolactam, 10- 
60% N-vinylpyrrolidone, 2,2'-azobis(2-amidinopropane) dihydrochloride and polymerization of 
the preparation takes place by free radical polymerization; furthermore, the preparation contains 
perfume oils, emulsifiers, preservatives, collagen and vitamins (abstract, columns 1-4, 
formulations 1-10 and claims 1, 2, and 11-13). The composition of Tropsch is inherently an 
emulsion. The polymeric preparation of Tropsch comprises 1-vinylimidazole, quatemized 1- 
vinylimidazole, N-vinylcaprolactam, N-vinylpyrroHdone, 3-methyl-l-vinyUmidazolium 
methylsulfate, 2,2'-azobis(2-amidinopropane) dihydrochloride and polymerization of the 
preparation takes place by free radical polymerization. Furthermore, the preparation contains 
perfume oils, emulsifiers, preservatives, collagen and vitamins. The composition of Tropsch et al. 
further comprises monomers selected from the group consisting of Ci-Ci2-esters of acrylic or 
methacrylic acid, acrylamides and methacrylamides. See abstract, columns 1-4, formulations 1- 
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10 and claims 1, 2, and 11-13. Monomers of acrylic and methacrylic esters are capable of acting 
as crosslinkers (compare page 8, lines 8-10 of applicants' specification). Tropsch in column 2, 
lines 50-52 teaches hydroxyalkyl (meth) acrylates or alkylethylene glycol (meth) acrylates that 
have 1-50 ethylene glycol units in the monomeric unit. Glycol is a dihydric alcohol. 

The composition of Tropsch also contains tert-butyl acrylate, ethyl acrylate or methacrylic 
acid (column 4, lines 15-18) and the acrylate ester meets the limitation of claim 1(e) except for the 
amount because Tropsch is silent on the amount of the acrylic ester and acrylic ester is listed in 
apphcants' specification (page 8, lines 4-13) as monomer (e) of claim 1. The disclosed amounts of 
the imidazole, caprolactam and pyrrolidone fall within the claimed ranges. The difference 
between Tropsch and the instant claims is that Tropsch does not specifically disclose the amount 
of the acrylate (ester). But, differences in concentration will not support the patentability of 
subject matter encompassed by the prior art unless there is evidence indicating the concentration is 
critical, it is not inventive to discover optimum workable amounts by routine experimentation. It 
is noted that it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to prepare and use the composition of Tropsch. One having ordinary skill in the art 
would have been motivated to optimize the amount of the acrylic ester with the expectation of 
producing the desired composition and in the absence of a showing, difference in amounts of the 
acrylic ester does not patentably distinguish the instant composition over composition of Tropsch. 

Double Patenting 

6. The rejection of claims 1-14 rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-13 of U.S. Patent No. 5,869,032 
(Tropsch et al.) in view of Kumar et al (US 5,468,477) is withdrawn in light of applicants' 
persuasive argument. However the rejection below is relevant to the instant claims. 
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7. Claims 1-15 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-13 of U.S. Patent No. 5,869,032). Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
differences in concentration will not support the patentability of subject matter encompassed by 
the prior art unless there is evidence indicating the concentration is critical, it is not inventive to 
discover optimum workable amounts by routine experimentation. 

A timely filed terminal disclaimer in comphance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting apphcation or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claim Rejections - 35 USC § 112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

9. Claim 14 and 15 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

Claim 14 is recites "monomer mixture" but a mixture is not described but rather, single 
components are described in (a) to (d). Clarification is respectfully requested. 
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In claim 1, (b) cannot be (a); (d) cannot be (a), (b) or (c) and claim 15 which is dependent 
on 1 recites the same (a), (b), (c), (d) and (e) and it is not clear which of what is recited in claim 15 
is applicable in claim 1 . Clarification is respectfully requested. 

Any inquiry conceming this communication or earlier communications from the examiner 
should be directed to Blessing M. Fubara whose telephone number is (571) 272-0594. The 
examiner can normally be reached on 7 a.m. to 3:30 p.m. (Monday to Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Thurman K. Page can be reached on (571) 272-0602. The fax phone number for the organization 
where this appHcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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